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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE f MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )H Responsive to communication(s) filed on 03 July 2001 . 
2a)D This action is FINAL. 2b)l3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) S Claim(s) 2-178 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) |3 Claim(s) 2-178 are subject to restriction and/or election requirement. 

Application Papers 
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10) n The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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2. D Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 
Election/Restrictions 

1. Since applicant indicates that claim 1 has been canceled and claims 1 17-178 have not 
been included in previous office action (see attached Interview Summary), the examiner agrees 
to withdraw previous restriction requirement and send a new restriction requirement as 
following: 

Restriction to one of the following inventions is required under 35 U.S. C. 121: 

I. Claims 2-5 and 26-39, drawn to a method of forming a nonstable complex (claims 
2-5) and a method of modifying a recipient polydeoxynucleotide duplex (claims 
26-39), classified in class 435, subclass 6. 

II. Claims 6-25 and 1 17-148, drawn to an oligo- or polydeoxynucleotide displacer- 
linker duplex (claims 6-22 and 1 17-147) and an artificially constructed 
polydeoxynucleotide hybrid (claims 23-25 and 148), classified in class 536, 
subclass 23.1. 

III. Claims 40-56, drawn to a method of labeling an artificially constructed nucleic 
acid hybrid, classified in class 435, subclass 6. 

IV. Claims 57-87, drawn to an oligo- or polydeoxynucleotide displacer, classified in 
class 536, subclass 23.1. 

V. Claims 88-1 16 and 149-176, drawn to a method of modifying a recipient 
polydeoxynucleotide duplex (claims 88-108, 113-116,149-168, and 173-176) and 
a method of labeling a displacer-recipient complex (claims 109-1 12 and 169-172), 
classified in class 435, subclass 6. 
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VI. Claims 177 and 178, drawn to a process for site-specific addition, deletion or 

alteration of nucleotides in a recipient polynucleotide duplex in a cell (claim 177) 
and a process for repairing a mutational lesion in a cell (claim 178). 
2. The inventions. are distinct, each from the other because of the following reasons: 

Groups I and II are related as product and process of use. The inventions can be shown 
to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 
§ 806.05(h)). In the instant case, the product as claimed can be used in a materially different 
process of using that product such as the method recited in Group IH 

Groups I and III are distinct and independent inventions in that they are directed to 
methods which comprise different method steps. As a result, different and distinct searches will 
have to be performed. For example, the search required for Group in such as branch migration in 
claim 40 is not required for Group I. 

Groups I and IV are related as product and process of use. The inventions can be shown 
to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 
§ 806.05(h)). In the instant case, the product as claimed can be used in a materially different 
process of using that product such as the method recited in Group V. 

Groups I and V are distinct and independent inventions in that they are directed to a 
product and an unrelated method. As a result, different and distinct searches will have to be 
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performed. For example, the search required for Group V such as branch migration of claim 88 is 
not required for Group I. 

Groups I and VI are distinct and independent inventions in that they are directed to a 
product and an unrelated method. As a result, different and distinct searches will have to be 
performed. For example, the search required for Group VI such as step ii) of claim 177 is not 
required for Group L 

Groups II and III are related as product and process of use. The inventions can be shown 
to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 
§ 806.05(h)). In the instant case, the product as claimed can be used in a materially different 
process of using that product such as the method recited in Group I. 

Groups II and IV are distinct and independent inventions in that they are directed to two 
different products. As a result, different and distinct searches will have to be performed. For 
example, the search required for Group IV such as triplex helix formation in claim 57 is not 
required for Group EL 

Groups II and V are distinct and independent inventions in that they are directed to a 
product and an unrelated method. As a result, different and distinct searches will have to be 
performed. For example, the search required for Group V such as triplex formation of claim 88 is 
not required for Group L 

Groups II and VI are related as product and process of use. The inventions can be shown 
to be distinct if either or both of the following can be shown: (1) the process for using the 
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product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 
§ 806.05(h)). In the instant case, the product as claimed can be used in a materially different 
process of using that product such as the method recited in Group I 

Groups III and IV are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 
§ 806.05(h)). In the instant case, the product as claimed can be used in a materially different 
process of using that product such as the method recited in Group V. 

Groups III and V are distinct and independent inventions in that they are directed to 
methods which comprise different method steps. As a result, different and distinct searches will 
have to be performed. For example, the search required for Group V such as triple helix 
formation in claim 57 is not required for Group in. 

Groups III and VI are distinct and independent inventions in that they are directed to 
methods which comprise different method steps. As a result, different and distinct searches will 
have to be performed. For example, the search required for Group VI such as step ii) in claim 
177 is not required for Group III. 

Groups IV and V are related as product and process of use. The inventions can be shown 
to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 
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§ 806.05(h)). In the instant case, the product as claimed can be used in a materially different 
process of using that product such as the method recited in Group in. 

Groups IV and VI are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 
§ 806.05(h)). In the instant case, the product as claimed can be used in a materially different 
process of using that product such as the method recited in Group IE. 

Groups V and VI are distinct and independent inventions in that they are directed to 
methods which comprise different method steps. As a result, different and distinct searches will 
have to be performed. For example, the search required for Group VI such as step ii) in claim 
177 is not required for Group V while the search required for Group V such as triple helix 
formation in claim 57 is not required for Group VI. 

Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art because of their recognized divergent subject matter, restriction for 
examination purposes as indicated is proper. 

3. Group I contains claims directed to the following patentably distinct species of the 
claimed invention: 

(1) the complex is stabilized by the presence of at least one modified nucleotide in the 
displacer strand (claim 2) 

(2) the complex is stabilized by forming a DNA triplex between the displacer sequence and 
the recipient duplex (claim 3) 
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Applicant is required under 35 U.S. C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, generic claims are 1,4, 5, and 26-39. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

4. Group I further contains claims directed to the following patentably distinct species of the 
claimed invention: 

(3) at least one of the nucleotides complementary to one strand of the recipient 
polydeoxynucleotide duplex is a modified nucleotide which increases the stability of the 
hybrid displacer-recipient duplex (claim 32) 
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(4) at least one of the nucleotides complementary to one strand of the recipient 
polydeoxynucleotide duplex is a modified nucleotide which increases the melting 
temperature of the hybrid displacer-recipient duplex (claim 33) 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, generic claims are claims 1-5, 26-31, and 34-39. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 
5. Group II contains claims directed to the following patentably distinct species of the 
claimed invention: 
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(5) at least one of the nucleotides complementary to one strand of the recipient 
polydeoxynucleotide duplex is a modified nucleotide which increases the stability of the 
hybrid displacer-recipient duplex (claims 9 and 125) 

(6) at least one of the nucleotides complementary to one strand of the recipient 
polydeoxynucleotide duplex is a modified nucleotide which increases the melting 
temperature of the hybrid displacer-recipient duplex (claims 10 and 126) 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, generic claims 6-8, 1 1-25, 1 17-124, and 127-148. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
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examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 
6. Group II further contains claims directed to the following patentably distinct species of 
the claimed invention: 

(7) a modified nucleotide is 5-halogenated pyrimidine nucleotides (claims 130-132) 

(8) a modified nucleotide is 5-methyldeoxycytidine (claims 130 and 133) 

(9) a modified nucleotide is diaminopurine deoxynucleotide (claim 130) 

(10) a modified nucleotide is ribonucleotides (claim 130) 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, generic claims 6-25, 1 17-129, and 134-148. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
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be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 
7. Group II further contains claims directed to the following patentably distinct species of 
the claimed invention: 

(1 1) the moiety is attached to the deoxyribose moiety at the hydroxyl group of a terminal 
nucleotide (claims 137 and 140) 

(12) the moiety is attached to the phosphate moiety of a terminal nucleotide (claim 138) 
Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 

prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, generic claims 6-25, 1 17-136, 139, and 141-148. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
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be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S. C. 103(a) of the other invention. 
8. Group II further contains claims directed to the following patentably distinct species of 
the claimed invention: 

(13) the moiety is intercalating agents (claim 139) 

(14) the moiety is isoureas (claim 139) 

(15) the moiety is carbodiimides (claim 139) 

(16) the moiety is N-hydroxybenzotriazoles (claim 139) 

(17) the moiety is polypeptide or protein (claim 141) 

(18) the moiety is a 2',3 '-dideoxyribose nucleotide attached to the 3 -terminal 
deoxyribonucleotide through a phosphodiester linkage (claim 142) 
Applicant is required under 35 U.S. C. 121 to elect a single disclosed species for 

prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, generic claims 6-25, 117-138 and 143-148. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
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the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S. C. 103(a) of the other invention. 
9. Group in contains claims directed to the following patentably distinct species of the 
claimed invention: 

( 1 9) the vector is a plasmid vector (claim 48) 

(20) the vector is a cosmid vector (claim 49) 

(21) the vector is a yeast artificial chromosome vector (claim 50) 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, generic claims 40-47 and 51-56. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
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the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S. C 103(a) of the other invention. 
10. Group IV contains claims directed to the following patentably distinct species of the 
claimed invention: 

(22) at least one of the nucleotides complementary to one strand of the recipient 
polydeoxynucleotide duplex is a modified nucleotide which increases the stability of the 
hybrid displacer-recipient duplex (claims 63 and 65-73) 

(23) at least one of the nucleotides complementary to one strand of the recipient 
polydeoxynucleotide duplex is a modified nucleotide which increases the melting 
temperature of the hybrid displacer-recipient duplex (claim 64) 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, generic claims are claims 57-63 and 74-87. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 
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Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S. C. 103(a) of the other invention. 
1 1. Group IV further contains claims directed to the following patentably distinct species of 
the claimed invention: 

(24) the modification is in the first sequence (claims 66-68) 

(25) the modification is in the second sequence (claims 69-73) 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, generic claims are claims 57-65 and 74-87. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 
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Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S. C 103(a) of the other invention. 
12. Group IV further contains claims directed to the following patentably distinct species of 
the claimed invention: 

(26) the moiety is attached to the deoxyribose moiety of a terminal nucleotide (claims 75 and 
76) 

(27) the moiety is attached to the hydroxyl group of a terminal nucleotide (claims 77 and 80) 

(28) the moiety is attached to the phosphate moiety of a terminal nucleotide (claim 78) 
Applicant is required under 35 U.S. C. 121 to elect a single disclosed species for 

prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, generic claims are claims 57-74, 79, and 81-87. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
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thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S. C. 103(a) of the other invention. 
13. Group IV further contains claims directed to the following patentably distinct species of 
the claimed invention: 

(29) the moiety is intercalating agents (claim 79) 

(30) the moiety is isoureas (claim 79) 

(3 1) the moiety is carbodiimides (claim 79) 

(32) the moiety is N-hydroxybenzotriazoles (claim 79) 

(33) the moiety is polypeptide or protein (claim 81) 

(34) the moiety is a 2',3'-dideoxyribose nucleotide attached to the 3-terminal 
deoxyribonucleotide through a phosphodiester linkage (claims 82 and 83) 
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Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, generic claims are claims 57-78, 80, and 84-87. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 
14. Group IV further contains claims directed to the following patentably distinct species of 
the claimed invention: 

(35) the displacer with a modification which permits detection of the displacer-recipient 
hybrid (claims 84 and 85) 
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(36) the displacer with a modification which allows capture of the displacer-recipient hybrid 
by affinity chromatography (claims 86 and 87) 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, generic claims are claims 57-83. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 
15. Group V contains claims directed to the following patentably distinct species of the 
claimed invention: 
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(37) at least one of the nucleotides complementary to one strand of the recipient 
polydeoxynucleotide duplex is a modified nucleotide which increases the stability of the 
hybrid displacer-recipient duplex (claims 89 and 1 50) 

(38) at least one of the nucleotides complementary to one strand of the recipient 
polydeoxynucleotide duplex is a modified nucleotide which increases the melting 
temperature of the hybrid displacer-recipient duplex (claims 90 and 151) 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, generic claims 88, 91-1 16, 149, and 152-176. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
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examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S. C. 103(a) of the other invention. 
16. Group V further contains claims directed to the following patentably distinct species of 
the claimed invention: 

(39) the modification is in the first sequence (claims 92 and 93) 

(40) the modification is in the second sequence (claims 94-98) 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, generic claims are claims 88-91, 99-1 16, and 149-176. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
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examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S. C. 103(a) of the other invention. 
17. Group V further contains claims directed to the following patentably distinct species of 
the claimed invention: 

(41) the moiety is attached to the deoxyribose moiety of a terminal nucleotide (claims 
100,101, 105, and 162) 

(42) the moiety is attached to the hydroxyl group of a terminal nucleotide (claims 102 and 
162) 

(43) the moiety is attached to the phosphate moiety of a terminal nucleotide (claims 103 and 
160) 

Applicant is required under 35 U.S. C 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, generic claims are claims 88-101, 104, 106-1 16, 149-161, and 
163-176. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
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the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C 103(a) of the other invention. 
18. Group V further contains claims directed to the following patentably distinct species of 
the claimed invention: 

(44) the moiety is intercalating agents (claims 104 and 164) 

(45) the moiety is isoureas (claims 104 and 164) 

(46) the moiety is carbodiimides (claims 104 and 164) 

(47) the moiety is N-hydroxybenzotriazoles (claims 104 and 164) 

(48) the moiety is polypeptide or protein (claim 106) 

(49) the moiety is a 2',3 '-dideoxyribose nucleotide attached to the 3 -terminal 
deoxyribo nucleotide through a phosphodiester linkage (claims 107 and 108) 
Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 

prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, generic claims are claims 88-103,105, 109-1 16, 149-163, and 
165-176: 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
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thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S. C. 103(a) of the other invention. 
19. Group V further contains claims directed to the following patentably distinct species of 
the claimed invention: 

(50) the moiety is methylthiophosphonate (claims 105 and 165) 

(51) the moiety is polypeptide or protein (claim 166) 

(52) the moiety, is a 2',3 '-dideoxyribose nucleotide attached to the 3-terminal 
deoxyribonucleotide through a phosphodiester linkage (claims 167 and 168) 
Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 

prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, generic claims are claims 88-104, 106-1 16, 149-164, and 169- 
176. 
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Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S. C. 103(a) of the other invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1 .48(b) and by the fee required under 37 CFR 1 . 17(i). 

20. Papers related to this application may be submitted to Group 1600 by facsimile 
transmission. Papers should be faxed to Group 1600 via the PTO Fax Center. The faxing of 
such papers must conform with the notices published in the Official Gazette, 1096 OG 30 
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(November 15, 1988), 1 156 OG 61 (November 16, 1993), and 1 157 OG 94 (December 28, 
1993)(See 37 CAR § 1.6(d)). The CM Fax Center number is (571)273-8300. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Frank Lu, Ph.D., whose telephone number is (571)272-0746. 
The examiner can normally be reached on Monday-Friday from 9 A.M. to 5 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, W. Gary Jones, can be reached on (571)272-0745. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Chemical Matrix receptionist whose telephone number is (703) 308-0196. 




Frank Lu 
PSA 

August 9, 2005 
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